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DETAILED ACTION 
Claim Objections 

1 . Claims 1 - 17 are objected to because of the following informalities: There are 
numerous places lacking antecedent basis. For example, Claim 1 cannot be clearly 
understood when the applicant uses the phrase "the fee," as no prior mention of a fee 
was made. Additionally, Claim 3 cannot be clearly understood as it is unclear whether 
the applicant is referring to the before mentioned e-commerce system when the 
applicant states "an e-commerce system" or another, as yet unmentioned, e-commerce 
system. Examiner suggests that the applicant replace "an" with "the" for the purpose of 
improving clarity. Examiner suggests that the applicant review all the claims for further 
needed corrections. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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3. Claims 1 - 2, 6, 8 - 12 and 17 - 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Conklin (U.S. Patent 6,338,050) in view of Frison (U.S. Patent 
6,049,789). 

Regarding Claim 1, Conklin discloses an e-commerce system, the method 
comprising: 

■ creating a record of usage (history) of the e-commerce system for each 
system user based on transactional documents transmitted in the e- 
commerce system ("appropriate records to document each stage of 
interaction and negotiation") (see col. 14, lines 24 - 28); and 

■ storing the record of usage (history) on a computer readable medium 
(internal databases) (see col. 14, lines 24 - 28). 

Conklin does not teach: 

■ retrieving the record of usage in a periodic manner; 

■ electronically creating an invoice based on the record of usage, wherein 
the fee established in the invoice is dependent upon system usage by 
each system user; and 

■ invoicing the system users. 

Frison discloses an e-commerce system, the method comprising: 

■ retrieving the record of usage (usage data) in a periodic manner 
("periodically send state and usage data") (see col. 4, lines 10-12); 

■ electronically creating an invoice based on the record of usage ("process 
the stored usage data to generate usage reports and/or invoices"); 
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wherein the fee established in the invoice is dependent upon system 
usage by each system user (see col. 5, lines 6 - 8); and 
■ invoicing the system users ("forwarded to licensees") (see col. 5, lines 7 - 
9). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by incorporating an invoicing system 
using the record of usage, as was done by Frison, to provide further integration of the e- 
commerce system. 

Regarding Claim 2, Conklin does not teach that the invoicing is performed via 
electronic mail. 

Frison discloses that the invoicing is performed via electronic mail ("forwarded to 
licensees electronically") (see col. 5, lines 7 - 9). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by transmitting invoices electronically, as 
was done by Frison, to provide quicker transmission of the invoice. 

Regarding Claim 6, Conklin discloses that the record of usage (history) 
comprises the type of transaction document, the date and time of transmission of the 
transactional document, and the addressee of the transactional document for each 
transactional document ("appropriate documents to document each stage of interaction 
and negotiation") (see col. 14, lines 24 - 28). 

Regarding Claim 8, Conklin does not teach that the record of usage is stored in a 
database on one or more servers in the Internet. 
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Frison discloses that the record of usage (usage record) is stored in a database 
(usage database) on one or more servers in the Internet (see col. 3, lines 21 - 24). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by having the record of usage stored in a 
database on one or more servers in the Internet, as was done by Frison, to allow for 
quick and easy retrieval of the record of usage for billing purposes. 

Regarding Claim 9, Conklin does not teach that the record of usage is retrieved 
by a software agent loaded on the server side of the e-commerce system. 

Frison discloses that the record of usage (usage record) is retrieved (sent) by a 
software agent (PPU licensing monitor) loaded on the server side of the e-commerce 
system (see col. 4, lines 22 - 28). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by having the record of usage retrieved 
by a software agent loaded on the server side of the e-commerce system, as was done 
by Frison, allowing for regular and routine retrieval of the record of usage for billing 
purposes. 

Regarding Claim 10, Conklin discloses that the record of usage (history) 
comprises a record of requests for quotation, submitted quotations, submitted 
proposals, signed contracts for sale or purchase, purchase orders under contract, and 
one-time purchase orders ("appropriate documents to document each stage of 
interaction and negotiation") (see col. 14, lines 24 - 28). 
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Regarding Claim 1 1 , Conklin discloses a method for billing users of an e- 
commerce system, the method comprising: 

■ creating a record of usage (history) of the e-commerce system by each 
system user based on transactional documents transmitted in the e- 
commerce side ("appropriate records to document each stage of 
interaction and negotiation") on the server side of an e-commerce system 
(see col. 14, lines 24 - 28); and 

■ compiling the record of usage (history) in a database (internal databases) 
(see col. 14, lines 24-28). 

Conklin does not teach: 

■ extracting usage information in a periodic manner; 

■ electronically creating an invoice wherein the fee established in the invoice 
is dependent upon system usage by each system user; and 

■ invoicing the system users. 

Frison discloses a method for billing users of an e-commerce system, the method 
comprising: 



■ extracting usage (usage data) information in a periodic manner 
("periodically send state and usage data") (see col. 4, lines 10-12); 

■ electronically creating an invoice ("process the stored usage data to 
generate usage reports and/or invoices") wherein the fee established in 
the invoice is dependent upon system usage by each system user; and 
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■ invoicing the system users ("forwarded to licensees") (see col. 5, lines 7 - 
9). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by incorporating an invoicing system 
using the record of usage, as was done by Frison, to provide further integration of the e- 
commerce system. 

Neither Conklin nor Frison explicitly disclose: 

■ combining usage information (usage data) with pricing information and 
transaction documents ("appropriate records to document each stage of 
interaction and negotiation"), which have been accounted for to determine 
the usage fees for each user on the server side of an e-commerce 
system. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by combining the usage information with 
pricing informational and transaction documents, to provide an additional level of 
integration of the e-commerce system. 

Regarding Claim 12, Conklin does not teach that the invoicing is performed via 
electronic mail. 

Frison discloses that the invoicing is performed via electronic mail ("forwarded to 
licensees electronically") (see col. 5, lines 7 - 9). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by transmitting invoices electronically, as 
was done by Frison, to provide quicker transmission of the invoice. 

Regarding Claim 17, Conklin discloses that the record of usage (history) 
comprises a record of requests for quotation, submitted quotations, submitted 
proposals, signed contracts for sale or purchase, purchase orders under contract, and 
one-time purchase orders ("appropriate documents to document each stage of 
interaction and negotiation") (see col. 14, lines 24 - 28). 

Regarding Claim 18, Conklin discloses a method for performing e-commerce 
transactions, comprising the steps of: 

■ creating a record of usage (history) of the e-commerce system for each 
system user based on transactional documents transmitted in the e- 
commerce system ("appropriate records to document each stage of 
interaction and negotiation") (see col. 14, lines 24 - 28); and 

■ storing the record of usage (history) on a computer readable medium 
(internal databases) (see col. 14, lines 24 - 28). 

Conklin does not teach: 

■ retrieving the record of usage in a periodic manner; 

■ electronically creating an invoice based on the record of usage, wherein 
the fee established in the invoice is dependent upon system usage by 
each system user; and 

■ invoicing the system users. 
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Frison discloses a method for performing e-commerce transactions, comprising 
the steps of: 

■ retrieving the record of usage (usage data) in a periodic manner 
("periodically send state and usage data") (see col. 4, lines 10-12); 

■ electronically creating an invoice based on the record of usage ("process 
the stored usage data to generate usage reports and/or invoices"); 
wherein the fee established in the invoice is dependent upon system 
usage by each system user (see col. 5, lines 6 - 8); and 

■ invoicing the system users ("forwarded to licensees") (see col. 5, lines 7 - 
9). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by incorporating an invoicing system 
using the record of usage, as was done by Frison, to provide further integration of the e- 
commerce system. 

4. Claims 3 - 5 and 13 - 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Conklin in view of Frison as applied to Claims 1 and 1 1 above, and 
further in view of Egendorf (U.S. Patent 5,794,221). 

Regarding Claim 3, neither Conklin nor Frison teach that the invoicing is 
performed by a third party incorporating fees for usage of an e-commerce system into 
the third party's billing. 
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Egendorf discloses that the invoicing is performed by a third party incorporating 
fees for usage of an e-commerce system into the third party's billing (see col. 6, lines 37 
-40). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by allowing third party 
invoicing, as was done by Egendorf, to provide users of the e-commerce system the 
ability to outsource the invoicing process. 

Regarding Claim 4, neither Conklin nor Frison teach that the third party is a 
telecommunication service provider. 

Egendorf discloses that the third party is a telecommunication service provider 
(telephone company) (see col. 6, lines 40-46). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by allowing the third party to 
be a telecommunication service provider, as was done by Egendorf, since 
telecommunication service providers, by their very nature, would already be 
participating in e-commerce activities. 

Regarding Claim 5, neither Conklin nor Frison teach that the third party is a 
banking institution. 

Egendorf discloses that the third party is a banking institution (bank) (see col. 6, 
lines 37-40). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by allowing the third party to 
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be a banking institution, as was done by Egendorf, since banking institutions, by their 
very nature, maintained the banking accounts of participants in e-commerce activities. 

Regarding Claim 13, neither Conklin nor Frison teach that the invoicing is 
performed by a third party incorporating fees for usage of an e-commerce system into 
the third party's billing. 

Egendorf discloses that the invoicing is performed by a third party incorporating 
fees for usage of an e-commerce system into the third party's billing (see col. 6, lines 37 
-40). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by allowing third party 
invoicing, as was done by Egendorf, to provide users of the e-commerce system the 
ability to outsource the invoicing process. 

Regarding Claim 14, neither Conklin nor Frison teach that the third party is a 
telecommunication service provider. 

Egendorf discloses that the third party is a telecommunication service provider 
(telephone company) (see col. 6, lines 40 - 46). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by allowing the third party to 
be a telecommunication service provider, as was done by Egendorf, since 
telecommunication service providers, by their very nature, would already be 
participating in e-commerce activities. 
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Regarding Claim 15 t neither Conklin nor Frison teach that the third party is a 
banking institution. 

Egendorf discloses that the third party is a banking institution (bank) (see col. 6, 
lines 37 - 40). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by allowing the third party to 
be a banking institution, as was done by Egendorf, since banking institutions, by their 
very nature, maintained the banking accounts of participants in e-commerce activities. 

Regarding Claim 16, Conklin discloses that the database (internal databases) 
comprises the total number of remitted documents by document type for the period of 
records ("appropriate records to document each stage of interaction and negotiation") 
(see. col. 14, lines 24 - 28). 

Conklin does not teach a database comprising the time period of the set of 
records contained therein, the name of the user's base where the billing is being made, 
the present size of the server side user's database, and the average size of the server 
side user's database. 

Frison discloses a database (usage database) comprising the time period of the 
set of records (date, time) and the name of the user's base where the billing is being 
made (host, user) (see col. 3, lines 63 - 66). 

Egendorf discloses a database (host computer) comprising the present size of 
the server side user's database and the average size of the server side of user's 
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database ("host computer logs billing data, CPU time, storage type and usage") (see 
col. 45, lines 29-31). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin by combining the number of remitted 
documents with the time period of the set of documents and the name of the user's 
base, as was done by Frison, and the size of database, as was done by Egendorf, to 
provide an additional level of integration of the e-commerce system. 
5. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Conklin 
view of Frison as applied to Claim 6 above, and further in view of Crawford (U.S. Patent 
5,771,354). 

Regarding Claim 7, neither Conklin nor Frison teach a record of usage that 
further comprises the amount of memory consumed by each server side user's 
database. 

Crawford discloses a record of usage (billing data) that further comprises the 
amount of memory (storage) consumed by each server side user's database (see col. 
58, lines 40-45). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Conklin and Frison by having a record of usage 
that further comprises the amount of memory consumed by each server side user's 
database, as was done by Crawford, to provide another statistic by which to generate 
revenue. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Borlinghaus whose telephone number is (703) 
308-9552. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sough can be reached on (703) 308-0505. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




